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DETAILED ACTION 
Priority 

1 . The certified copy of Application number EP-03405690.3, for which foreign 
priority has been claimed, appears to be missing page 2/2 of the drawings. The 
examiner requests that Applicant resubmit the certified copy so that support for the 
claimed subject matter of the instant application can be verified. 

Drawings 

2. It appears that figures 1a, 1 b and 2 should be designated by a legend such as - 
Prior Art- because only that which is old is illustrated. See MPEP § 608.02(g). 
Corrected drawings in compliance with 37 CFR 1.121(d) are required in reply to the 
Office action to avoid abandonment of the application. The replacement sheet(s) should 
be labeled "Replacement Sheet" in the page header (as per 37 CFR 1.84(c)) so as not 
to obstruct any portion of the drawing figures. If the changes are not accepted by the 
examiner, the applicant will be notified and informed of any required corrective action in 
the next Office action. The objection to the drawings will not be held in abeyance. 

3. The drawings are objected to under 37 CFR 1 .83(a). The drawings must show 
every feature of the invention specified in the claims. Therefore, the "second part 
further includes a cavity formed in its thickness" and "the second part carries a 
projection extending in the thickness of the wheel" must be shown or the feature(s) 
canceled from the claim(s). No new matter should be entered. 
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Corrected drawing sheets in compliance with 37 CFR 1.121(d) are required in 
reply to the Office action to avoid abandonment of the application. Any amended 
replacement drawing sheet should include all of the figures appearing on the immediate 
prior version of the sheet, even if only one figure is being amended. The figure or figure 
number of an amended drawing should not be labeled as "amended." If a drawing figure 
is to be canceled, the appropriate figure must be removed from the replacement sheet, 
and where necessary, the remaining figures must be renumbered and appropriate 
changes made to the brief description of the several views of the drawings for 
consistency. Additional replacement sheets may be necessary to show the renumbering 
of the remaining figures. Each drawing sheet submitted after the filing date of an 
application must be labeled in the top margin as either "Replacement Sheet" or "New 
Sheet" pursuant to 37 CFR 1.121(d). If the changes are not accepted by the examiner, 
the applicant will be notified and informed of any required corrective action in the next 
Office action. The objection to the drawings will not be held in abeyance. 

Claim Rejections - 35 USC §112 

4. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification sliall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

5. Claims 1-7 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 
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Claim 1 recites the limitation, "a first thickness situated towards the felly" in line 
10 and, "a lesser second thickness situated towards an end of the finger" in line 1 1 . The 
phrase "thickness situated towards" is unclear rendering the claim indefinite. How is the 
. thickness situated towards the felly? How is the thickness situated towards the end of 
the finger? The direction of the thickness is unclear. 

Claim 1 recites the limitation "the boundary" in 12. There is insufficient 
antecedent basis for this limitation in the claim. 

Claims 4 and 5 recite the limitation "the wall" in 2. There is insufficient 
antecedent basis for this limitation in the claim. 

Claim 7 recites the limitation, "a projection extending in the thickness of the 
wheel". The phrase, "extending in the thickness of the wheel" is unclear rendering the 
claim indefinite. 

Claim Rejections - 35 use § 102 

6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the Invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

7. Claims 1-4 and 7, as best understood, are rejected under 35 U.S.C. 102(b) as 
being anticipated by Bornschein (USP-2,722,098). 

Re dm 1: Bornschein discloses an escape wheel (1) comprising: 
> A hub (center of wheel, Fig. 1) 
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> A felly (1) connected to the hub (Fig. 1) 

> At least one tooth (5) arranged radially on the felly, the tooth having a root 
(base of tooth, Fig. 1) ending in a finger (extending from the base) 

> Wherein the finger comprises a first part (top of 5, Fig. 5) having a first 
thickness situated towards the felly, and a second part (body portion of 5, 
Fig. 5) having a lesser second thickness situated towards an end of the 
finger, the boundary between the first and second parts defining a 
threshold (8) that, with an adjacent face of the second part (back side of 5, 
Figs. 2, 5 and 6) is configured to form an oil holder (C2 L1 6-1 9) 

Re dm 2: Bornschein discloses the second thickness is approximately equal to 

« 

one-half of the first thickness (Fig. 5). 

Re dm 3: Bornschein discloses the distance between the threshold and the end 
of the tooth is approximately equal to the thickness of the wheel (Figs. 1 and 5). 

Re dm 4: Bornschein discloses the wall of the oil holder formed by the threshold 
is concave (Figs 2 and 6). 

Re dm 7: Bornschein discloses the second part carries a projection (10) 
extending in the thickness of the wheel. 

8. Claims 1-4, 6 and 7, as best understood, are rejected under 35 U.S.C. 102(b) as 
being anticipated by Jeanmairet (USP-898,479). 

Re dm 1: Jeanmairet discloses an escape wheel (A) comprising: 

> A hub (10) 
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> A felly (12) connected to the hub (Fig. 1) 

> At least one tooth (1 3) arranged radially on the felly, the tooth having a 
root (base of tooth, Fig. 1) ending in a finger (extending from the base) 

> Wherein the finger comprises a first part (near 1 3, Fig. 2) having a first 
thickness situated towards the felly, and a second part (near 14, Fig. 2) 
having a lesser second thickness situated towards an end of the finger, 
the boundary (16, 17) between the first and second parts defining a 
threshold (15) that, with an adjacent face (14) of the second part is 
configured to form an oil holder (CI L42-49) 

Re dm 2: Jeanmairet discloses the second thickness is approximately equal to 
one-half the first thickness (Fig. 2). 

Re dm 3: Jeanmairet discloses the distance between the threshold and the end 
of the tooth is approximately equal to the thickness of the wheel (Figs 1 & 2). 

Re dm 4: Jeanmairet discloses the wall of the oil holder formed by the threshold 
is concave (Figs. 1 & 2), 

Re dm 6: Jeanmairet discloses the second part (near 14, Fig. 2) further includes 
a cavity (15) formed in its thickness. 

Re dm 7: Jeanmairet discloses the second part (near 14, Fig. 2) carries a 
projection (protruding end of 14) extending in the thickness of the wheel (A). 

9. Claims 1-4, 6 and 7, as best understood, are rejected under 35 U.S.C. 102(b) as 
being antidpated by Marti et al. (USP-2,81 9,584). 
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Re dm 1: Marti discloses an escape wheel (1) comprising: 

> A hub (Fig. 1) 

> A felly (1) connected to the hub (Fig. 1) 

> At least one tooth (2) arranged radially on the felly, the tooth having a root 
(base of tooth, Fig. 1) ending in a finger (extending from the base) 

> Wherein the finger comprises a first part (between 2a & 2c) having a first 
thickness situated towards the felly (Fig. 3), and a second part (near 3) 
having a lesser second thickness situated towards an end of the finger 
(Fig. 3), the boundary between the first and second parts defining a 
threshold (3) that, with an adjacent face of the second part is configured to 
form an oil holder (C2 L35-42) 

Re dm 2: Marti discloses the second thickness is approximately equal to one-half 

the first thickness (Fig. 3). 

Re dm 3: Marti discloses the distance between the threshold and the end of the 
tooth is approximately equal to the thickness of the wheel (Fig. 1). 

Re dm 4: Jeanmairet discloses the wall of the oil holder formed by the threshold 
is concave (C2 L1 8-22). 

Re dm 6: Marti discloses the second part (near 3) further includes a cavity (3) 
formed in its thickness. 

Re dm 7: Marti discloses the second part (near 3) carries a projection (protruding 
end of 2b) extending in the thickness of the wheel (1). 
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Claim Rejections • 35 USC § 103 

10. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

1 1 . Claim 5, as best understood, is rejected under 35 U.S.C. 103(a) as being 
unpatentable over Bornschein (USP-2,722,098) in view of Iwasawa (USP-3,709.324). 

Re dm 5: Bornschein discloses all of the claim limitations as described above. 

Bornschein does not disclose the wall has interruptions. 

Iwasawa teaches an escapement mechanism having a wall (11a') that has 
interruptions (lib) for the purpose of preventing unintentional escapement of lubricating 
oil from the bearing surfaces (CI L14-21 & C3 L44-48). 

It would have been obvious to a person having ordinary skill in the art at the time 
the invention was made to have modified the device of Bornschein to include 
interruptions in the wall of the oil holder, as taught by Iwasawa, for the purpose of 
preventing unintentional escapement of lubricating oil from the bearing surfaces (C1 
L14-21 & C3 L44-48). 

12. Claim 5, as best understood, is rejected under 35 U.S.C. 103(a) as being 
unpatentable over Marti et al. (USP-2,819.584) in view of Iwasawa (USP-3,709.324). 

Re dm 5: Marti discloses all of the claim limitations as described above. 

* 

Marti does not disclose the wall has interruptions. 
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Iwasawa teaches an escapement mechanism having a wall (11a') that has 
interruptions (11b) for the purpose of preventing unintentional escapement of lubricating 
oil from the bearing surfaces (CI L14-21 & C3 L44-48). 

It would have been obvious to a person having ordinary skill in the art at the time 
the invention was made to have modified the device of Marti to include interruptions in 
the wall of the oil holder, as taught by Iwasawa, for the purpose of preventing 
unintentional escapement of lubricating oil from the bearing surfaces (C1 L14-21 & C3 
L44-48). 

Conclusion 

13. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Any inquiry concerning this communication or earlier communications from the 

4 

examiner should be directed to Matthew Johnson whose telephone number is 571-272- 
7944. The examiner can normally be reached on Monday - Friday 8:30a.m. - 5:00p.m. 
EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Richard Ridley can be reached on 571-272-6917. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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SUPERV-'ISORY PATENT EXAMINER 



